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DETAILED ACTION 

Claim Objections 

1 . Claim 86 is objected to because of the following informalities: In claim 86, line 1 , 
"The method of claim 86" should probably be - -The method of claim 83- - and is 
interpreted as such for purposes of expediting prosecution. Appropriate correction is 
required. 

Information Disclosure Statement 

2. The information disclosure statement filed 4/12/04, regarding the non patent 
literature, fails to comply with 37 CFR 1 .98(a)(2), which requires a legible copy of each 
cited foreign patent document; each non-patent literature publication or that portion 
which caused it to be listed; and all other information or that portion which caused it to 
be listed. It has been placed in the application file, but the information referred to 
therein has not been considered. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an applicatbn for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 83-87, 92 and 96 rejected under 35 U.S.C. 102(e) as being anticipated by 
Cohen (US 5,796,948). 
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As per claim 83 and 96, Cohen teaches a method of permitting an author of an 
electronic mail (email) message to check text content using an electronic text editor 
program, the method comprising: 

(a) selecting a language filter for checking words in the email message (C.3.lines 
32-34), which language filter includes a set of words that could be offensive and/or 
potentially inappropriate for use in connection with an intended recipient of the email 
message (ibid, CAIines 19-21 -as his electronic dictionary-claim 96); and 

(b) receiving input words entered by the author as text for the email message 
(C.3.lines 44-46); 

(c) inspecting said input words to determine if they fall within said language filter 
(C.3.lines 58-63); 

(d) alerting the author when one or more of said input words fall within said 
language filter (C.4.lines 42, 43); 

(e) permitting the author to change words within the email message after step (d) 
and before the email message is transmitted to said intended recipient (C.4.line 42-66); 
and 

wherein the author of the email message can direct that the email message be 
transmitted even if the words in such email message still fall within said language filter 
(ibid, interpreted as the author still directing to send the message be transmitted, 
despite the undeliverable message). 

As per claim 84, Cohen teaches 83, and further teaches wherein said language 
filter includes obscene, vulgar and/or racist words found in a first pre-programmed 
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dictionary created without input form the author (C.4.lines 19-21 -his defined profanity 
substrings, and instring functions). 

As per claim 85, Cohen teaches claim 83, and further teaches providing a 
highlighting of any words which are determined to fall within said language filter along 
with an accompanying visual warning (C.4.lines 30, 31 -his bracketing). 

As per claim 86, Cohen teaches identifying a language filter to the author which 
was triggered during step (d) (C.4.lines 36-38-his profanity message). 

As per claim 87, Cohen teaches claim 83, and further teaches a step (f): 
checking one or more additional electronic message files according to steps (a) through 
(d) (C.4.lines 42, 43). 

As per claim 92, Cohen teaches claim 83, and further teaches wherein steps (a) 
through (e) are implemented as a software routine in a machine readable form 
executable by a personal computer (C.5.lines 28-31). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 88, 89 and 97 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cohen in view of Ishikawa (US 5,812,863). 
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As per claims 88 and 89, Cohen teaches claim 83, but lacks including a step (f): 
checking spelling of the email message, and further lack wherein said language filter 
includes a second dictionary with foreign language words.. 

However, Ishikawa teaches checking spelling (C.3.lines 45-51), and a dictionary 
with foreign language words (Fig. 5). Therefore, at the time of the invention, it would 
have been obvious to modify Cohen's email message (document) with spell checking 
and language filter for foreign language words. The motivation for doing so would have 
been to have correct spelling and improper foreign language words (C.8.line 66-C.9.line 
27). 

As per claim 97, Cohen teaches claim 96, but lacks teaching wherein said 
language filter includes at least a first dictionary and a second separate dictionary, and 
said alert includes an indication of which of said first dictionary or said second dictionary 
was triggered by said alert. 

However, Ishikawa teaches said language filter includes at least a first dictionary 
and a second separate dictionary, and said alert includes an indication of which of said 
first dictionary or said second dictionary was triggered by said alert (Fig. 5 and Fig. 6-his 
slang dictionary, C.19.lines 51-54). Therefore, at the time of the invention, it would have 
been obvious to modify Cohen's dictionary with two independent dictionaries. The 
motivation for doing so would have been identify the dictionary for the correction (Fig. 6- 
slang, ex. vulgar, standard). 

7. Claims 90, 93, 91 , 98 and 99 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cohen in view of Russell-Falla et al. (Russell-Falla, US 6,675,162). 
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As per claims 90 and 91, Cohen teaches claim 83, but lacks teaching wherein 
an author is alerted during step (d) only if a sensitivity threshold specified by the author 
is exceeded, and wherein said sensitivity threshold is specified as a numerical value 
ranging from 1 to 10. 

However, Russell-Falla teaches wherein an author is alerted only if a sensitivity 
threshold specified by the author is exceeded (C.5.lines 34-51 , abstract). The Examiner 
takes Official notice that a sensitivity threshold can have a range of numerical values. 
Therefore, at the time of the invention, it would have been obvious to modify Cohen's 
language filter with a threshold specified by an author, wherein the threshold has a 
range (such as 1-10). The motivation for doing so would have to allow user designate a 
threshold to filter content (ibid, abstract). 

As per claims 93 and 98, claims 93 and 98 set forth limitations similar to claim 
83 and 91 , and are thus rejected for the same reasons and under the same rationale. 

As per claim 99, Cohen and Russell-Falla make obvious claim 98, Russell-Falla 
also teaches wherein said sensitivity threshold is used during a check of individual 
words in said language filter (C.5.lines 65-67, abstract-his email). 
8. Claims 94, 95, and 100-103 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cohen in view of Rayson et al. (Rayson, US 5,761,689). 

As per claims 94, 95, 100, 101, 102, and 103, claims 94, 95, 100 and 102, set 
forth limitations similar to claim 83, and are thus rejected for the same reasons and 
under the same rationale. Cohen lacks inspecting said input word substantially 
immediate in time after it is entered to determine if it falls within said language filter 
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(claims 94 and 100), and further lacks inspecting said input words during idle periods 
when the author is not interacting with said electronic text editor program to determine if 
such input words fall within said language filter (claims 95 and 102). 

However, Rayson teaches inspecting said input word substantially immediate in 
time after it is entered (wherein said input word is checked before the author has 
entered another input word-claim 101 ), and further teaches inspecting said input words 
during idle periods when the author is not interacting with said electronic text editor 
program (C.2.lines 12-24-his automatic as immediate and delimiting as before the user 
enters another word-claim 100, 101 , C.3.lines 24-31 -as his spell check, and language 
filtered as misspellings are interpreted as inappropriate for use in connection with an 
intended recipient of an email message-claims 102, 103). Therefore, at the time of the 
invention, it would have been obvious to modify Cohen's language filter with an 
immediate or after an idle period scan of the words to be filtered. The motivation for 
doing so would have been to automatically scan an entry either immediately as input or 
after an idle period, for correction (see summary). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lamont M. Spooner whose telephone number is 
571/272-7613. The examiner can normally be reached on 8:00 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richemond Dorvil can be reached on 571/272-7602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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